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DETAILED ACTION 
Claim Objections 

1 . Claim 18 is objected to because of the following informalities: As written, claim 1 8 
appears to be a dependent claim as opposed to an independent claim. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 112 

2. Claims 9, 13-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

As per Claim 9, and 13-15 , the recitation of "implementing a strategy" is vague and 
indefinite. It is unclear to the Office what a "strategy" comprises. Also the recitation of "in view 
of the commodity profile" in line 2 of claim 14 is vague and indefinite. It is also unclear to the 
Office what "in view of comprises. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 15 and 16 rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 
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As per Claim 15 and 16, these claims recite a series of steps and are considered for the 
purpose of analysis un 35 U.S.C. 101 as reciting a series of steps. The claims do not recite an 
pre- or post-computer activity but merely perform a series of steps of selecting, storing, 
generating and transmitting data such as source code numbers, randomly generated numbers and 
very long decoded numbers, and is directed to non-statutory subject matter. A process is 
statutory if it requires physical acts to be performed outside of the computer independent of and 
following the steps performed by a programmed computer, where those acts involve the 
manipulation of tangible physical objects and result in the object having a different physical 
attribute or structure (Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8). Further, the claims 
merely manipulate an abstract idea (selecting, storing, generating and transmitting data) or 
perform a purely mathematical algorithm without limitation to any practical application. A 
process which merely manipulates an abstract idea or performs a purely mathematical algorithm 
is non-statutory despite the fact that it might have some inherent usefulness (Sakar, 558 F.2d at 
1335,200 USPQ at 139). 

Furthermore, in determining whether the claimed subject matter is statutory under 35 
U.S.C. 101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel Communications, Inc., 
172 F3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 1999); State Street Bank & Trust 
Co. v. Signature Financial Group, Inc., 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 
1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful arts" 
when it is a machine, manufacture, process or composition of matter, which produces a concrete, 
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tangible, and useful result. The fundamental test for patent eligibility is thus to determine 
whether the claimed invention produces a "use, concrete and tangible result". The test for 
practical application as applied by the examiner involves the determination of the following 
factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner look at 
the claimed invention as a whole and compare any asserted utility with the claimed 
invention to determine whether the asserted utility is accomplished. Applying utility case 
law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir. 
1994), the examiner will determine whether there is simply a mathematical construct 
claimed, such as a disembodied data structure and method of making it. If so, the claim 
involves no more than a manipulation of an abstract idea and therefore, is nonstatutory 
under 35 U.S.C. 101 . In Warmerdam the abstract idea of a data structure became capable 
of producing a useful result when it was fixed in a tangible medium, which enabled its 
functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a "concrete" 
result. Usually, this question arises when a result cannot be assured. An appropriate 
rejection under 35 U.S.C. 101 should be accompanied by a lack of enablement rejection, 
because the invention cannot operate as intended without undue experimentation. 
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The claims, as currently recited, appear to be directed to nothing more than a series of 
steps including, generating and implementing commodity profiles which are nothing more than 
product descriptions without any useful, concrete and tangible result and are therefore deemed to 
be non-statutory. While these numbers may be concrete and/or tangible, there does not appear to 
be any useful result. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-26 are rejected under 35 U.S.C. 102(e) as being anticipated by Damji, Pub. No. 
US2003/0200111 Al. 

As per Claim 1 , Damji discloses a method comprising: 

- maintaining packaging data with a centralized packaging data (CPD) management 
system, wherein the packaging data defines types of packaging materials for use within an 
enterprise, and includes specification data that defines one or more characteristics for each of the 
types of packaging materials (Para. 15-18; also see Figures 5 and 6); and 

- generating a commodity profile for a selected one of the types of packaging 
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materials, wherein the commodity profile includes at least one electronic report that correlates 
costs of packaging materials purchased by the enterprise with the one or more characteristics of 
the selected one of the types of packaging materials (Para. 17-19 and 53; Claim 29; and see 
Figures 5 and 6). 

As per Claim 2 , Damji further discloses a method further comprising executing a 
computer-implemented process to automatically generate the commodity profile 
(Para. 34; Claim 29). 

As per Claim 3, 18 and 24 , Damji further discloses a method wherein the costs comprise 
enterprise-wide costs maintained by the CPD management system (Para 19 and 30). 

As per Claim 4 , Damji further discloses a method further comprising maintaining spend 
data with the CPD management system that specifies the costs for the packaging materials 
purchased by the enterprise (Para. 30, lines 16-21). 

As per Claim 5 , Damji further discloses a method wherein generating the commodity 
profile comprises automatically generating the commodity profile with the CPD management 
system based on the spend data and the packaging data 
(Para. 53; Claim 29; also see Figures 5 and 6). 
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As per Claim 6 , Damji further discloses a method wherein automatically generating the 
commodity profile comprises invoking a report generation module of the CPD management 
system to automatically retrieve the specification data and the spend data for the selected one of 
the types of packaging materials, and automatically generate the electronic report of the 
commodity profile based on the retrieved specification data and the retrieved spend data for the 
selected one of the types of packaging materials 
(Para. 17-19, 29, 30 and 53; Claim 29; also see Figures 5 and 6). 

As per Claim 7 , Damji further discloses a method further comprising: 

- accessing the CPD management system to retrieve the corresponding specification 
data and spend data for the selected the packaging material (Para. 15); and 

- manually generating the electronic report of the commodity profile based on the 
retrieved specification data and the retrieved spend data for the selected one of the types of 
packaging materials (Para. 17-19 and 53; Claim 29; also see Figures 5 and 6). 

As per Claim 8 and 22 , Damji further discloses a method wherein the one or more 
characteristics comprise attributes and specifications of the types of packaging material (Para 53; 
Claim 29; also see Figures 5 and 6). 

As per Claim 9 , Damji further discloses a method further comprising: 

- generating supplier profiles for one or more suppliers of the packaging materials of 
the selected one of the types of packaging materials (Para. 19); and 
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- implementing a strategy for procurement of the packaging materials based on the 
commodity profile and the supplier profiles (Para. 17-19). 

As per Claim 10 , Damji further discloses a method wherein each supplier profile 
describes financial information for a respective one of the suppliers (Para. 19). 

As per Claim 11 , Damji further discloses a method wherein each of the supplier profiles 
describe a current supplier of the packaging materials to the enterprise or a candidate supplier 
that may be used for future procurement of the packaging materials (Para. 19). 

As per Claim 12 , Damji further discloses a method wherein each supplier profile 
describes strengths, weaknesses, opportunities, and threats for a respective one of the suppliers 
(Para. 15 and 19). 

As per Claim 13 and 14 , Damji further discloses a method further comprising: 

- generating a market profile that identifies a current state of markets that affect the 
purchase of commodities by the enterprise (Para. 30); 

- implementing a strategy for procurement of the packaging materials based on the 
commodity profile and the market profile (Para. 17-19, see also Figures 5 and 6). 
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As per Claim 15 , Damji discloses a method comprising: 

- generating a commodity profile for a type of packaging material, wherein the 
commodity profile describes a current state of consumption of the type of packaging - material 
by an enterprise (Para. 17-19); 

- generating a market profile that identifies a current state of one or more markets that 
affect the purchase of commodities by the enterprise (Para. 30); 

- generating a supplier profile for one or more suppliers of packaging materials of the 
type of packaging material (Para. 30); and 

- implementing a strategy for procurement of the packaging material based on the 
commodity profile, the market profile and the supplier profiles (Para. 17-19). 

As per Claim 16 , Damji further discloses a method wherein the commodity profile 
identifies one or more characteristics of the type of packaging material, and includes at least one 
electronic report that associates respective enterprise-wide costs for procurement of the 
packaging materials of the type of packaging material with each of the characteristics of the type 
of packaging material (Para. 17 and 18; Claim 29; see also Figures 5 and 6). 

As per Claim 17 , Damji discloses a method comprising: 

- a centralized packaging data (CPD) management system that stores packaging data 
that defines types of packaging materials used within an enterprise, and spend data that specifies 
costs for procurement of packaging materials of the defined types of packaging materials 
(Para. 15-18 and 30, see also Figures 5 and 6); and 
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- a reporting module executing on the CPD management system, wherein the reporting 
module generates an electronic report for a selected one of the types of packaging materials, 
wherein the electronic report associates respective portions of the costs of the spend data with the 
characteristics of the selected one of the types of packaging materials (Para. 17-19, 29, 30 and 
53; Claim 29; see also Figures 5 and 6). 

As per Claim 19 , Damji further discloses a method wherein the reporting module 
generates a commodity profile that includes the electronic report as one of a plurality of 
electronic reports based on the portion of the spend data and the selected one of the types of 
packaging materials (Para. 17 and 18; Claim 29; see also Figures 5 and 6). 

As per Claim 20 , Damji further discloses a method wherein CPD management system 
maintains the packaging data to include specification data that defines characteristics for each of 
the types of packaging materials, and further wherein the reporting module generates the 
electronic report to associate respective portions of the costs with the characteristics of the 
selected one of the types of packaging materials 
(Para. 17-19; Claim 29; see also Figures 5 and 6). 

As per Claim 21 , Damji further discloses a method wherein the report generation 
module: 

- accesses the specification data to identify the characteristics of the selected one of the 
types of packaging materials (Para. 18 and 19), 
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- retrieves the respective portions of the spend data corresponding to the identified 
characteristics (Para. 18 and 19), and 

- generates the electronic report of the commodity profile based on the retrieved 
specification data and the retrieved spend data for the packaging materials of the selected one of 
the types of packaging materials (Para. 17 and 18; Claim 29; see also Figures 5 and 6). 

As per Claim 23 , Damji discloses a computer-readable medium comprising instructions 
that cause a processor to: 

- access packaging data and spend data stored by a centralized packaging data (CPD) 
management system, wherein the packaging data identifies types of packaging materials for use 
within an enterprise and the spend data specifies costs for procurement of packaging materials of 
the identified types of packaging materials (Para. 17 and 18; Claim 29); 

- receive input from a user selecting one of the types of packaging materials 
(Para. 17, lines 5 and 6); and 

- generate an electronic report for a selected one of the packaging materials, wherein 
the electronic report associates a respective portion of the costs of the spend data with the 
characteristics of the selected one of the types of packaging materials 

(Para. 17 and 18; Claim 29). 



As per Claim 25 , Damji further discloses a method wherein the instructions cause the 
processor to generate a commodity profile that includes the electronic report as one of a plurality 
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of electronic reports based on the portion of the spend data and the selected one of the types of 
packaging materials (Para. 17 and 18; Claim 29; see also Figures 5 and 6). 

As per Claim 26 , Damji further discloses a method wherein CPD management system 
maintains the packaging data to include specification data that defines characteristics for each of 
the types of packaging materials, and further wherein instructions cause the processor to generate 
the electronic report to associate respective portions of the costs with the characteristics of the 
selected one of the types of packaging materials 
(Para. 17 and 18; Claim 29; see also Figures 5 and 6). 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Fadey .S Jabr 
Examiner 
Art Unit 3639 




